
 

 

 

 

 

 

 

EUROPEAN UNION – “UNITARY” PATENTS – UNIFIED PATENT COURT (UPC) – The 

choice of national legislatures and undertakings 

 

 

Information Memorandum from Simont Braun LLP, Brussels (www.simontbraun.eu) 

 

 

On 19 February 2013, twenty-five Member States of the European Union signed an agreement 

setting up “a Unified Patent Court” (hereinafter “the UPC Agreement”),
1
 which supplements 

Regulation 1257/2012 creating unitary protection by means of European patents and 

Regulation 1260/2012 governing the translation arrangements for these types of European 

patents. The three texts constitute a complex ensemble, which is presented fairly succinctly in 

the following.
2
 

 

Attention is paid to: 

- the implications of the choice made by national legislatures (whether or not to ratify the 

UPC Agreement)
3
 and 

- the choices to be made by undertakings that hold patents if the UPC Agreement 

comes into force (ultimately, the European patents we know today will necessarily be 

governed by rules different from those applying at present). 

 

The memorandum similarly dwells on the position of all undertakings, whether or not they are 

patent holders, whose business activities expose them to the risk of being sued for 

infringement. 

 

 

A brief résumé of the present situation 

 

At the present time, those seeking protection of an invention by means of a patent in the 

European Union have a choice between applying for one or more national patents (country by 

country; usually this is done without any prior examination of patentability) and applying for a 

European patent covering one or more countries (following a patentability examination by the 

                                                
1
 UPC = Unified Patent Court. The abbreviation has already found common currency to mean the court 

whose creation is provided for as well as the international agreement instituting it. 
2
 For a more detailed analysis, see particularly the study carried out by Mr Eric De Gryse (a partner at 

Simont Braun) and Vinciane Vanovermeire, “Toekomstperspectieven voor de rechtshandeling in het 
octrooirecht. De EU-verordeningen betreffende het octrooi met eenheidwerking en de creatie van het 
‘gemeenschappelijk octrooigerecht’”, R.D.C., 2013/4, 215 (in Dutch; the title translates as “Future 
Perspectives for Legal Acts in Patent Law. The EU Regulations on Patents with Unitary Effect and the 
Creation of the ‘Unified Patent Court’”).  
3
 And, if so, whether or not to create a local division of the unified court. 

http://www.simontbraun.eu/
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European Patent Office, or the EPO in the following), upon which the patent then has the 

same effect as a national patent. The two routes may occasionally cross. 

 

One disadvantage of the European patent, which has long since been bemoaned, is the cost 

of the translations requiring to be lodged in the various countries before the patent can take 

effect. 

 

With regard to national patents and European patents, it has also been complained of that 

separate court proceedings need to be raised in each country where the patent holder wants 

to enforce his monopoly against a suspected infringer. However, we get the impression that 

this aspect has occasionally been somewhat overstated.
4
 

 

In substance, the reform is aimed at remedying these two disadvantages. 

 

 

The European patent with unitary effect 

 

Following several attempts at finding a solution and after a solution (called “EPLA”) had been 

put forward by the EPO, the Commission took up the initiative of proposing to set up a 

Community-type patent and institute a courts system. In the end, and to sum up here the 

lengthy debates and changes that the drafts all underwent, it was agreed among twenty-five 

Member States to utilise the procedure of enhanced cooperation,
5
 which is thus limited to 

these States, in accordance with the treaties instituting the European Union. 

 

The result is a “package” made up of two European regulations and an international 

agreement, called the “UPC Agreement” for short. 

 

Regulation 1257/2012 introduces the possibility for the holder of an issued European patent
6
 to 

attach “unitary effect” to it by means of a declaration to be made within one month of the 

patent’s being issued.
7
 In short, this unitary effect will signify a unitary character (the European 

                                                
4
 Parallel court actions between the same litigants are more common amongst large companies (in the 

pharmaceutical or telecommunications sectors) and usually arise out of complex choices (harassment, or 
prudence: the desire to risk revocation of one’s patents on only a country-by-country basis). In practice, a 
satisfactory overall result is achieved by raising a single court action in the country of manufacture or in 
the country where the defender has the greatest commercial interests. It is relatively infrequent for there 
to be a necessity of taking recourse to separate national proceedings. The European Commission’s prior 
analyses have been subjected to criticism: see note by D. Xenos, “The European Unified Patent Court: 
Assessment and Implications of the Federalisation of the Patent System in Europe” (2013) 10.2 
SCRIPTed 246, http://script-ed.org/?p=1071. 
5
 Council Decision 2011/167/EU of 10 March 2011 (O.J. L76 of 22 March 2011, 53). Spain and Italy do 

not participate in enhanced cooperation. The Court of Justice of the European Union has rejected an 
application to have this decision set aside (Decision of 16 April 2013, cases C-247/11 and 295/11). 
Meanwhile, Spain has sought to have the two Regulations struck down. 
6
 For all participating States and with the same claims. 

7 
Art. 3(1) and 9(1)(g) of Regulation 1257/2012.
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patent can only be limited, transferred, revoked or extinguished for all of the States concerned) 

and uniform protection (same monopoly, same exceptions throughout these States). 

 

However, this unitary effect will only be produced
8
 in those States that have ratified the UPC 

Agreement, which will not necessarily embrace all 25 States that have agreed to participate in 

enhanced cooperation. 

 

For European patents with unitary effect, Regulation 1260/2012 sets down a less rigorous, and 

therefore less costly, regime as regards translations.
9
 

 

National patents continue in existence and may still be applied for. 

 

As for European patents in their present guise (“ordinary” European patents), these will also 

continue to be possible since unitary effect will merely be an option available to the holder. 

 

Nonetheless, as we shall see, under the UPC Agreement, the future effects of ordinary 

European patents will no longer be the same as regards either possible revocation or 

infringement. For one, under the UPC Agreement,
10

 the uniform protection provided for 

European patents with unitary effect will also apply to ordinary European patents. Second, the 

geographical extent of revocation will be identical in both cases (all countries covered by the 

UPC Agreement). Hence, contrary to what has often been announced, the system does not 

simply involve adding a third type of patent to the existing ordinary European patents and 

national patents. Ultimately,
11

 it will palpably alter the regime governing ordinary European 

patents. 

 

What will result will be an extremely complex system, a fact that has particularly been criticised 

by the highly reputed Max Planck Institute.
12

 Doubts have also been expressed as to the 

legality of the solutions that have been put in place.
13

  

 

 

 

                                                
8
 Article 18(2), second paragraph, of Regulation 1257/2012. 

9
 After a transitional period (of a maximum of 12 years), no further translation will be required except in 

the event of litigation and at the request of the alleged infringer or the court. During the transitional 
period, a full version should be prepared in English and, if that is already the language of issue, a full 
version in one other language. This regime applies in all the participating countries. 
10

 Subject to the opt-out explained below. 
11

 The opt-out will, for a certain time, avoid ordinary European patents being assimilated to European 
patents with unitary effect. 
12

 See “The Unitary Patent Package. Twelve Reasons for Concern”: 
http://pubman.mpdl.mpg.de/pubman/item/escidoc:1621166:11/component/escidoc:1786496/MPI-
IP_Twelve-Reasons_2012-10-17.pdf. 
13

 See particularly the action taken by Spain seeking to strike down the two Regulations: cases C.146/13 
and 147/13. 
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The UPC Agreement 

 

This embraces a number of aspects, which can be subsumed under two main headings. 

 

First, the Agreement creates a “unified patent court” (“UPC”, see above), whose exclusive 

jurisdiction will be to deal with virtually all disputes concerning not only European patents with 

unitary effect but also ordinary European patents (as we know them at present and as they 

may continue to be applied for in future). All European patents are and will be concerned, 

therefore. 

 

However, over a transitional period of seven years, and only as regards ordinary European 

patents,
14

 an action for infringement or revocation may be raised before a national court and, 

additionally, the patent holder
15

 may “opt out” from the UPC’s exclusive jurisdiction, which 

means that he can place himself outside that jurisdiction (article 83 of the UPC Agreement). 

But, apart from this optional, limited “opt-out”, all European patents will be subjected to the 

UPC system. 

 

The UPC will comprise a Court of First Instance and a Court of Appeal. The Court of First 

Instance will consist of a Central Division established in Paris, but with Sections in London and 

Munich) as well as Local Divisions (one to four per country) and Regional Divisions (to be set 

up for at least two countries). Each Division will have one or more Chambers made up of 

judges of different nationalities; “technically qualified” judges are also provided for. The Court 

of Appeal, sitting in Luxembourg, will consist of Chambers made up of three legally qualified 

judges and two “technically qualified” judges. 

 

To briefly sum up, the language rules will be as follows: Local Divisions use the language or 

languages of their country (or, possibly, if provided by the State in question, English, German 

or French in addition): the parties can agree to use the procedural language of issue of the 

patent by the EPO; the Central Division uses the language in which the EPO issued the patent 

in question; the Court of Appeal uses the same language as at first instance (or possibly the 

language in which the patent was issued). 

 

The procedural rules are still at the draft stage at present.
16

 This draft
17

 is alluded to below. 

Nonetheless, the UPC Agreement itself sets out a number of jurisdiction and procedural rules 

which already allow a broad assessment to be made of the advantages and disadvantages of 

                                                
14

 And supplementary protection certificates for products protected by European patents. The transitional 
period does not concern European patents with unitary effect. 
15

 By making a declaration to the UPC registry. This will be a choice available to the patent holder and 
not the undertaking which is being, or is liable to be, sued in an infringement action. 
16

 Previously, industry indicated that it was awaiting the full, precise terms of the rules before it could 
advise the political authorities whether the system was acceptable. However, the authorities have not 
waited for that step before deciding to sign the UPC Agreement. 
17

 http://www.unified-patent-court.org/images/documents/draft-rules-of-procedure.pdf. 
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the system on which national parliaments are now being invited to render a pronouncement. 

We revert to this below as well. 

 

Second, the UPC Agreement contains various important rules that affect substantive law 

(“material law”): in substance, they define direct infringement, indirect infringement, the 

exceptions (“limitations”) and the rights of prior users. This material law as defined will apply to 

all patents subject to the UPC Agreement, and national law will therefore be overridden to this 

extent:
18

 both ordinary European patents (barring the temporary opt-out) and European 

patents with unitary effect.
19

 

 

Also of note is the creation of an Administrative Committee made up of representatives of the 

participating States. Its powers will be quite extensive (adopting the rules of procedure, 

appointing judges and revision of the UPC Agreement). 

 

 

Various aspects of jurisdiction and procedure 

 

Without being exhaustive, we would here point out three significant practical aspects already 

enshrined in the UPC Agreement, which will therefore become mandatory if it is ratified. 

Undertakings should pay attention to them, especially those that risk being sued on the ground 

of infringement (they all are: holding a patent does not make one immune from infringement 

actions aimed at its exploitation). 

 

It will be noted up front that the decisions handed down by the UPC will be effective throughout 

the whole territory of the participant States to the UPC Agreement with regard to both ordinary 

European patents (except for the opt-out during the transitional period)
20

 and European 

patents with unitary effect.
21

 In other words, any decision will be effective in all the UPC States 

whether what is concerned is revocation of the patent or a judgment against a defendant 

based on patent infringement. 

                                                
18

 For example, an undertaking accused of infringement by virtue of certain research activities may not 
assert an exception that might be broader in its applicable municipal legislation. To take an instance, in 
Belgium the exception is at present wider than in some other countries. It will therefore be seen more 
generally that, including for ordinary European patents, States will not have the freedom at their disposal 
which they may avail themselves of at present to themselves define the terms of the legal monopoly for 
their own respective territories, and especially the exceptions thereto. 
19

 For the interpretation of “uniform protection”, article 5(3) of Regulation 1257/2010 effectively refers to 
the national law of the State where the patent applicant was established and, if this is not the law of a 
State that has ratified the UPC Agreement, this will be German law and therefore the law of a country 
that will hypothetically have ratified the UPC Agreement. This uniform protection will only exist in 
countries that have ratified the UPC Agreement (combination of articles 5, 7 and 18(2), second 
paragraph, of the Regulation). The Regulation does not therefore per se define the scope of application 
of European patents with unitary effect and the matter henceforth falls outside the legislative purview of 
the European Parliament and the Council, which some view as being contrary to article 118 TFEU. 
20

 Art. 34 of the UPC Agreement. 
21

 Art. 3(2), 5(1) and (3), 18(2), second paragraph, of Regulation 1257/2012. 
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A first aspect concerns the territorial competence of the court’s Divisions. Infringement actions 

(in the broad sense) will be filed, at the patent holder’s choice, before the Local Division of the 

State where the defendant is established or the Local Division of the State where the 

infringement arose or risks arising.
22

 It has been stressed that, in a very open European 

market, this exposes undertakings suspected of infringement to being sued before any 

Division freely chosen by the patent holder (“forum shopping”); they will frequently have to 

defend themselves in a language that they do not know, in proceedings which will have effect 

throughout the entire territory of the UPC States.
23

 Undertakings will therefore have to brace 

themselves to defending such cases in any jurisdiction and in any language. 

 

The second aspect concerns actions seeking revocation of the patent. A principal revocation 

action must be brought before the Central Division (the patent holder may answer with an 

infringement lawsuit before that Division or a Local Division). If an infringement action has 

already been raised before a Local Division, a counterclaim must be raised before that same 

Division in order to claim revocation. 

 

In the case of a revocation counterclaim before a Local Division, the bifurcation rules will 

apply:
24

 at its choice, the Local Division may 

(a) either rule itself on the entire case; or 

(b) remit the revocation claim to the Central Division and suspend or rule on the infringement 

action (this is bifurcation proper); or 

(c) endorse the parties’ agreement to remit the entire matter (revocation plus infringement) to 

the Central Division. 

 

Apart from the “discretion” granted to the court even in situation (c), it has been observed that 

the defendant’s consent is not a requirement in cases (a) and (b), especially (b) (bifurcation), 

which exposes the defendant to the risk of having an order handed down against him for 

infringement even before the validity of the patent has been examined
25

 (and to very probably 

having to use different languages in conducting the two proceedings thus separated). 

 

                                                
22

 Infringement (UPC Agreement, art. 25) includes not only manufacture and sale but also simply offering 
the product or utilising the process. It will not be difficult for the patent holder to locate (or, as it might be 
suspected, provoke) an act of infringement in a State whose Local Division is best suited to it. 
23

 It has been emphasised in this regard that the system differs completely from that set down for 
Community trademarks and designs (where the territorial effect of the judgment is limited to the country 
where the infringement is sued on, when the court is not that of the defendant’s registered office). 
24

 Art. 33(3) of the UPC Agreement. 
25

 Bifurcation thus aligns with German practice, which requires a separate administrative procedure (from 
the infringement proceedings) to apply for revocation of a patent, with the result that the defendant 
undertaking can be ordered to cease an infringement, while the patent could subsequently be revoked. 
Accordingly, the question of whether, in practice, judges sitting in different Local or Regional Divisions of 
the UPC will actually make use of this bifurcation option (there being no indication either way at present) 
will be a decisive one. 
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A third aspect concerns the Court of Appeal. It will be necessary to heed to the rule that: “[n]ew 

facts and new evidence may only be introduced … where the submission thereof by the party 

concerned could not reasonably have been expected during proceedings before the Court of 

First Instance.”
26

 

 

In other words, it has to be ensured during the proceedings at first instance that all elements of 

fact liable to be of use to a party’s line of argument are investigated in depth, and within the 

short procedural deadlines. 

 

This rule, which is inspired by the English system, could very greatly augment the trial costs for 

the defendant. If the patent holder need only as a general rule prove the infringement, such a 

system will effectively render the defendant’s task more arduous since, in order to challenge 

the patent, he will be forced to do exhaustive prior art searches, take depositions or find other 

documents to prove prior use of the invention, etc. 

 

 

A run-down of the rules of procedure in their latest known draft version 

 

The rules of procedure are still in the draft stage. According to the last known text in the 

process of being prepared,
27

 and summing up very briefly, the procedure will take the following 

course. 

 

The procedure will start off with a written phase. Parties will exchange arguments in writing 

according to a standard timetable set down by the rules of procedure and which can only be 

altered at the parties’ express request. As the draft currently stands, the deadlines laid down 

are relatively short and strict; they will particularly require the defendant to be especially agile 

in his reactions. We would note that each principal claim, but also, fundamentally, any 

counterclaim (for instance a claim for revocation of the patent pleaded in support of the 

principal claim), will entail payment of court costs, the size of which will vary according to the 

value of the litigation. This first procedural phase will be conducted under the authority of the 

judge acting as rapporteur in charge of the case. 

 

Following the written procedural phase, the rules of procedure provide, in a fairly novel 

manner, for an intermediate phase whose aim is to allow the judge-rapporteur to take all 

measures he deems appropriate to prepare the oral pleadings session. In this context, the 

judge-rapporteur is particularly empowered to summon the parties, to put questions to them, to 

conduct preparatory discussions with witnesses or experts or to examine, along with the 

parties, the possibility of settling the dispute on an amicable basis. 

 

                                                
26

 Art. 73(4) of the UPC Agreement. 
27

 See http://www.unified-patent-court.org/consultations. 
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Finally, this intermediate phase in the procedure will be followed by an oral phase, i.e. an oral 

hearing, which is then no longer directed by the judge-rapporteur but by the president of the 

Chamber in charge of the case. 

 

 

The choices 

 

National parliaments’ ratification will depend on their consideration of: 

- legislative and judicial policy (particularly: the very limited control national parliaments will 

have over development of the UPC Agreement after the European Parliament has itself 

transferred the substance of patent protection to this inter-governmental accord; appointment 

of judges by the Administrative Committee; abandonment of national sovereignty over the 

effects of all European patents
28

 on their national territory); and 

- economic policy (all undertakings, whether patent holders or not, are exposed to the risk of 

infringement proceedings). 

 

An alternative could have been sought in conformity with the system of Community trademarks 

and designs,
29

 but no such alternative would appear ever to have been looked at in any depth. 

 

For undertakings applying for or holding patents, the long-term question
30

 will be choosing 

between 

-  a national patent, on the one hand, and 

- a European patent (whether “ordinary” or “with unitary effect”), subject, for all the UPC 

countries, to the UPC’s jurisdiction and the substantive rules of the UPC Agreement, on the 

other hand. 

 

Although it is true that the second option has the drawback of exposing the patent to the risk of 

revocation throughout the UPC territory, it does offer various advantages in terms of taking 

effective, flexible action against infringers. 

 

For all undertakings (whether or not holders of patents), the ever-present risk of being sued for 

patent infringement will henceforth entail stakes that are greater (the entire UPC territory) and 

more uncertain (forum shopping by the patent holder, use of languages, bifurcation) if their 

adversary opts for the European patent (with or without unitary effect) and, hence, for the 

facilities offered by the UPC Agreement. 

 

F. de Visscher, E. De Gryse and P. Campolini                          November 2013 

                                                
28

 Apart from those that have been subject to an opt-out by their holders during the transitional period. 
29

 In this regard, see: F. de Visscher (partner at Simont Braun), “European Unified Patent Court: Another 
more realistic and more equitable approach should be examined”, GRUR Int., 2012, 214-224. 
30

 Disregarding here the temporary opt-out described above for “ordinary” European patents during the 
transitional period. 


